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DECISION ON APPEAL 1 
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as recited in 37 C.F.R. § 41.52, begins to run from the "MAIL DATE" 
(paper delivery mode) or the "NOTIFICATION DATE" (electronic delivery 
mode) shown on the PTOL-90A cover letter attached to this decision. 
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STATEMENT OF THE CASE 

Clive S. Lu (Appellant) seeks our review under 35 U.S.C. § 134 of the 
Examiner's decision rejecting claims 1-3, 9, and 17-19. We have 
jurisdiction under 35 U.S.C. § 6(b). 

We AFFIRM. 

THE INVENTION 
Claim 1, reproduced below, is representative of the subject matter on 
appeal. 

1. A grip for displaying a design on sports equipment 
having a gripping end, comprising: 

at least one base layer adapted for overlaying said 
gripping end; 

a substantially transparent top layer overlaying the base 
layer; and 

a design disposed between and fixed to at least one of 
said base or top layer; 

the top layer being fixed to at least a portion of the base 
layer whereby fluid communication between an exterior of the 
top layer and an interior thereof is substantially prevented. 

THE REJECTION 

Before us for review is the Examiner's rejection of claims 1-3, 9, and 
17-19 under 35 U.S.C. § 103(a) as being unpatentable over Moseley 
(US 6,065,764, issued May 23, 2000) and Pantaleo (US 5,256,457, issued 
Oct. 26, 1993). 
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OPINION 

Appellant argues the rejected claims as a group. E.g., App. Br. 5, 8, 
15. We select claim 1 as the representative claim, and claims 2, 3, 9, and 
17-19 stand or fall with claim 1. 37 C.F.R. § 41.37(c)(l)(vii). 

Claim 1 recites, in pertinent part, a grip comprising two layers with a 

design disposed between and fixed to at least one of the layers. The 

Examiner found that Moseley discloses Appellant's claimed invention, 

including two layers and a design, with the exception that Moseley does not 

specifically teach that the design is between and fixed to one layer. Ans. 4, 

7-8. The Examiner further found that Pantaleo discloses a two layer 

waterproof cover with graphics disposed on the bottom layer and between 

the two layers. Ans. 5. The Examiner concluded that 

[i]t would have been obvious to one having ordinary skill in the 
art at the time this invention was made to construct the device 
taught by Moseley with graphics between and affixed to one of 
the top or bottom sheet as taught by Pantaleo to enhance the 
aesthetic appearance of the device and protect the design/indicia 
from damage or wear. 

Id. The Examiner maintains that placing the design between the layers 
protects the design from damage, thereby enhancing aesthetics. Id. at 11-12. 

Appellant argues that "neither [Moseley nor Pantaleo] provides the 
requisite suggestion or motivation to make the invention of the present 
application" (App. Br. 5 (subheading)), and that the Examiner must be 
relying on improper hindsight because "Appellant's specification . . . 
provides the only suggestion of disposing a design between and fixed to at 
least one of a base layer or top layer." App. Br. 8 (footnote omitted). 
Appellant's arguments are not persuasive. First, the Supreme Court has 
rejected the rigid requirement of a teaching, suggestion or motivation to 
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combine known elements in order to show obviousness. KSR Int'l Co. v. 
Teleflex Inc., 550 U.S. 398, 418-19 (2007). The Court noted that an 
obviousness analysis "need not seek out precise teachings directed to the 
specific subject matter of the challenged claim, for a court can take account 
of the inferences and creative steps that a person of ordinary skill in the art 
would employ." Id. at 418. Second, the Specification is not, as Appellant 
contends, the only suggestion of disposing a design between layers and 
fixing it to one. We agree with and adopt as our own the Examiner's finding 
that Pantaleo discloses placing graphics on the bottom layer of a two layer 
device so that the graphics are located between the layers. Ans. 5. Thus, 
Pantaleo does provide a suggestion to modify the Moseley device as 
proposed by the Examiner. Furthermore, we also determine that the 
Examiner's reasoning - that one of ordinary skill would, for purposes of 
protecting the design, locate it between the two layers and affix it to one 
layer as taught by Pantaleo - adequately supports the conclusion of 
obviousness. 

We also are not persuaded by Appellant's argument that Pantaleo is 
non-analogous art. Contra App. Br. 8-12. Appellant asserts that Pantaleo' s 
device and Appellant's device are dissimilar because Pantaleo 's is adapted 
for flat surfaces whereas Appellant's is a grip for sporting equipment, and 
further asserts that the distinction between the two devices is shown by a 
comparison of Appellant's Figure 2 (showing the device wrapped around a 
somewhat cylindrical surface) with, e.g., Pantaleo 's Figure 2 (showing the 
device on a flat surface). App. Br. 10-1 1. A reference is considered to be in 
an analogous art where it "is either in the field of the applicant's endeavor or 
is reasonably pertinent to the problem with which the inventor was 
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concerned^]" In re Kahn, 441 F.3d 977, 986-87 (Fed. Cir. 2006) (citation 
omitted). As the Examiner correctly notes (Ans. 9), Pantaleo's device is 
similar to Appellant's claimed invention in teaching a two layered sheet 
device for displaying a design with indicia/graphics on one of the layers. 
Although Appellant implies that the claimed invention is cylindrical, the 
Specification indicates that both layers of Appellant's grip may be planar 
sheets, much like Pantaleo's device. Spec. 9, 10; see also Amendment dated 
Apr. 8, 2005, at 3 (inserting on page 9 of the Specification: "Figure 5 is an 
exploded view of an alternative embodiment of the grip of the present 
invention, having a planar base layer, and a planar top layer having a design 
placed on an underside thereof.") We find that Pantaleo's disclosed device 
is similar to Appellant's device in structure and function and, therefore, 
Pantaleo would have been considered by one of ordinary skill in the art and 
is in Appellant's field of endeavor. See In re Bigio, 381 F.3d 1320, 1325-27 
(Fed. Cir. 2004). Accordingly, Pantaleo is analogous art. 

Appellant argues that the Examiner has failed to consider the 
invention as a whole. App. Br. 12-13. Specifically, Appellant contends that 
the embodiments of the Examiner's cited references contain freely movable 
liquid between the layers, and therefore the use of such structures " directly 
contravene [s] the ... requirement for secure contact between the grip and the 
user's hand" (App. Br. 13) and movable fluid "would destroy the requisite 
'feel' of the grip of the present invention." App. Br. 15. However, we 
cannot accept Appellant's implicit premise {id. at 14) that the presence of 
any movable liquid in a grip would render all encompassed sporting 
equipment (including motorcycle and bicycle handlebars) "substantially 
useless to the user" and that it would be beyond the skill of the ordinary 
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artisan to adjust the liquid quantity to obtain the desired "feel." Further, 
claim 1 does not exclude the presence of liquid between the layers, and there 
is neither an affirmative recitation of any "requirement for secure contact 
between the grip and the user's hand" nor a "requisite 'feel'" limitation. 

Appellant has not persuaded us that the Examiner erred in concluding 
that the combined teachings of Moseley and Pantaleo would have rendered 
obvious Appellant's claimed subject matter. 

DECISION 

The decision of the Examiner to reject claims 1-3, 9, and 17-19 is 
affirmed. 

No time period for taking any subsequent action in connection with 
this appeal may be extended under 37 C.F.R. § 1.136(a). See 37 C.F.R. 
§ 1.136(a)(l)(iv). 

AFFIRMED 

mis 

KING & SCHICKLI, PLLC 
247 NORTH BROADWAY 
LEXINGTON, KY 40507 
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